
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.usplo.gov 



ATTORNEY DOCKET NO. | CONFIRMATION NQ. )j 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



10/680,162 



10/08/2003 



Yuji Yamada 



243346US-2S DIV 



5783 



22850 7590 07/03/2006 

OBLON, SPIVAK, MCCLELLAND, MAIER & NEUSTADT, P.C 
1940 DUKE STREET 
ALEXANDRIA, VA 22314 



EXAMINER 



J 



ART UNIT 



GREENE, DANIEL LAWSON 

n 



PAPER NUMBER 



3663 



DATE MAILED: 07/03/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



\Jlil\*13 Ml*llUfl OUflHIlai y 


Application No. 

10/680,162 


Applicant(s) 

YAMADA ET AL. 


Examiner 

Daniel L Greene Jr. 


Art Unit 

3663 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 24 May 2006 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) M Claim(s) 11 and 15 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 11 and 15 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

1 2)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)Q All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1 449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) CD Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-1 52) 

6) □ Other: . 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 7-05) 



Office Action Summary 



Part of Paper No./Mail Date 20060621 



Application/Control Number: 10/680,162 Page 2 

Art Unit: 3663 

DETAILED ACTION 
Examiners Note: Applicant's claimed inventive concept appears to be directed 
towards an automated welding machine comprising an image pickup apparatus (known 
in the art as a CCD or camera) mounted on a work head which in turn is mounted on a 
moving apparatus (known in the art as a robotic arm/translation table, etc.) and a 
processing unit that compares the current position of the area to be welded with the 
exact position of the welding element itself to ensure that said welding element is 
indeed welding the area it is supposed to be welding. Applicant's inventive concept is 
nothing more than what is considered a notoriously old and well known 
apparatus/method/technique/concept in the automated welding machine art as 
evidenced by many of the references of record see for example, Kremers, Britnell, 
Maski, Libby, Sugitani, etc. as well as the rejections set forth below. It is not seen 
wherein Applicant has furthered the automated welding art technology or created any 
improvements thereto as evidenced by the rejections set forth in both this and 
preceding Office actions. It appears that the instant application is being examined in 
the nuclear art (376/260) because of its use as an automated welding machine to 
manufacture a control rod of a nuclear reactor, however it is the Examiners position that 
an automated welding machine can be used for whatever purpose it's owner intends 
and as such does not appear to constitute a proper classification for the invention as 
claimed. 



Continued Examination Under 37 CFR 1.114 
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1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
4/27/2006 has been entered. 

Response to Arguments 

2. Applicant's arguments, see pages 4-8, filed 4/27/2006, with respect to sections 4 
and 5 of the previous Office action mailed 12/27/2005 have been fully considered and 
are persuasive. Accordingly, the rejections of sections 4 and 5 of the previous Office 
action mailed 12/27/2005 have been withdrawn. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claim 15 is rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite forfaiting to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

As set forth in MPEP 2173.05 (p)(ll), a claim, such as claim 15, which 
recites both apparatus and method steps of using the apparatus, is indefinite. 
See Ex parte Lvell . 17 USPQ 2d 1548. Claim 15 sets forth an image processing 
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unit is configured to process an image to convert image information to shape 
information. The current claim language allows for the interpretation of an active 
method step, i.e. "is configured" 



Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claim 15 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claim 15 embraces or overlaps two different statutory classes of invention 
set forth in 35 U.S.C. 101 which is drafted so as to set forth the statutory classes 
of invention in the alternative only. See MPEP 2173.05 (p)(ll) and Ex parte Lvell 
17 USPQ 2d 1548 at 1551 . Claim 15 sets forth an image processing unit is 
configured to process an image to convert image information to shape 
information. The current claim language allows for the interpretation of an active 
method step, i.e. "is configured" 



Claim Rejections - 35 USC § 102 

5. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 
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6. Claims 11 and 15 are rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by Masaki for the reasons set forth in section 6 of the previous Office 
action mailed 12/27/2005 as further explained below. 

Applicant's arguments filed 4/27/2006 have been fully considered but they 
are not persuasive. 

Masaki is indeed picking up images of the groove of objects to be welded, 
and detecting the position of the groove based on those images. Line pattern 
(64) and (66) are indeed optical patterns or "images" as disclosed in, for 
example, column 6 lines 55+, "Thus the camera 28 detects the transformed light 
pattern image including image pattern portions 64 and 66 ; the intersection of the 
lines 64, 66 defining points along the intersection of seam 68 (reads on 
applicants groove) of the work piece portions 60, 62 to be welded" 

Further, Masaki claims 15 and 19 clearly set forth applicants inventive 
concept, for example: 

means for sensing the predetermined image mounted on a work head 
(Col. 15, II. 35 and Col. 6 II. 33) reads on Applicant's image pickup apparatus and 
work head, 

means for moving the manipulator arm (Col. 15, II. 42-45 & Col. 16, II. 41) 
reads on Applicant's moving apparatus, 

image processing means reads on Applicant's image processing 
apparatus, 
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means responsive to said image processing means reads on Applicant's 
arithmetic processing apparatus, 

means responsive to the corrected weld path data reads on Applicant's 
control apparatus (Col. 15, II. 46-48 & Col. 16, 11.41) etc. 

It is the Examiners position that at least column 13 lines 54-60, provides 
motivation within the reference itself for "Various types of vision systems..." to be 
utilized. This motivation inherently allows for upgrades to said vision systems 
that would further allow for converting images into shape information if this were 
desirable for any reason as being a better "means for sensing the predetermined 
light pattern. 

Regarding claim 15, Column 6 lines 54+ can be relied upon as setting 
forth converting image information into shape information because the work 
piece transforms the optical pattern in accordance with the shape and position of 
said work piece. It is considered that each shape inherently transforms the light 
pattern image in a specific fashion or manner. Accordingly Masaki is inherently 
capable of being configured to process said image information to convert into 
shape information. 

7. Claims 11 and 15 are rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by Libby for the reasons set forth in section 7 of the previous Office 
action mailed 12/27/2005. 
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Applicant's arguments filed 4/27/2006 have been fully considered but they 
are not persuasive. 

Libby clearly sets forth in Column 1 lines 63+ "In order to achieve the 
maximum benefits from robotic arc welding, the welding apparatus should be 
able to determine the geometry and location of the weld seam..." (Emphasis 
added). The term "geometry" is indicative that Libby is inherently capable of 
converting image information into shape information in order to achieve 
maximum benefits. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 11 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Masaki as applied to claims 11 and 15 above and further in view of U.S. 
Patent 4,988,201 to Sugitani et al. 

Masaki discloses applicant's inventive concept as explained above. If 
applicant is of the opinion that Masaki is not capable of being configured to 
convert image information into shape information then Sugitani et al. can be 
relied upon to teach it is old and advantageous to do so for the benefit of, for 
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example, improving weld bead quality by varying welding speeds and currents 
based on the shapes of the groove and groove face. 

Accordingly it would have been prima facia obvious to one of ordinary skill 
in the art at the time of the invention to convert said image information into shape 
information for the benefits therein as taught by Sugitani as such is also no more 
than what is considered an upgrade or use of "Various other vision systems" as 
Masaki sets forth is known beneficial to utilize depending on the welding 
conditions. 

9. Claims 11 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Libby as applied to claims 11 and 15 above and further in view of U.S. Patent 
4,988,201 to Sugitani et al. 

Libby discloses applicant's inventive concept as explained above. If 
applicant is of the opinion that Libby is not capable of being configured to convert 
image information into shape information then Sugitani et al. can be relied upon 
to teach it is old and advantageous to do so for the benefit of, for example, 
improving weld bead quality by varying welding speeds and currents based on 
the shapes of the groove and groove face. 

Accordingly it would have been prima facia obvious to one of ordinary skill 
in the art at the time of the invention to convert said image information into shape 
information for the benefits therein as taught by Sugitani. 
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Conclusion 

10. Again, the Examiner has cited particular columns and line numbers in the 
references as applied to the claims for the convenience of the applicant . Although 
the specified citations are representative of the teachings in the art and are applied to 
the specific limitations within the individual claim, other passages and figures may 
apply as well. It is respectfully requested from the applicant, in preparing the 
responses, to fully consider the references in entirety as potentially teaching all or 
part of the claimed invention, as well as the context of the passage as taught by the 
prior art or disclosed by the Examiner. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel L Greene Jr. whose telephone number is (571) 
272-6876. The examiner can normally be reached on Mon-Fri 8:30am - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jack Keith can be reached on (571 ) 272-6878. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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12. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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